The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Bef ore CALVERT, Adninistrative Patent Judge, MCCANDLI SH
Seni or Adnmini strative Patent Judge, and GONZALES,
Admi ni strative Patent Judge.

GONZALES, Admi nistrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clainms 11 through 14. dains 1 through 6 and 10 have been
canceled. dainms 7 through 9, the only other clainms in the
application, stand withdrawn from consi derati on under 37 CFR

§ 1.142(b).
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W AFFI RM

The subject matter on appeal is directed to a wi ndshield
w per (clains 11 and 14) and to a nethod of nmaking a
wi ndshield wi per (clains 12 and 13). An understanding of the
i nvention can be derived froma reading of exenplary clains 12
and 14, which are reproduced bel ow.

12. A nethod of making a wi ndshield w per exhibiting a
| ow coefficient of friction conprising a body portion and
bl ade portion, which nmethod conpri ses:

(1) providing a windshield wiper nold with at |east a
portion of its inside surface permanently coated with
pol yt etraf | uor oet hyl ene,

(2)coating the permanent pol ytetrafl uoroethyl ene coating
on the inside surface of the nold of (1) with a transferable
overcoat of pol ytetrafl uoroethyl ene,

(3) placing a heat curable rubber mx into the nold,

(4) and nol ding the heat curable rubber m x.

14. A product produced by the nmethod of claim12.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed cl ai ns are:

Chur ch 3,898, 314 Aug. 05,
1975
Mohi uddi n 4, 350, 739 Sep. 21,
1982
Yasukawa et al . 4,912, 803 Apr. 03,

1990
( Yasukawa)
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Clains 11 and 14 stand rejected under 35 U S.C. § 102(b)
as being anticipated by Yasukawa. ! ?2

Clains 12 through 14 stand rejected under 35 U.S.C. § 103
as bei ng unpatent abl e over Yasukawa in view of Church and
Mohi uddi n.

The full text of the exam ner's rejections and response
to the argunents presented by the appellant appears in the
answer (Paper No. 20), while the conplete statenent of the
appel lant’s argunents can be found in the main and reply
briefs (Paper Nos. 19 and 21, respectively).

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellant’s specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellant and the

! The reference to canceled clains 2-4 in the exam ner’s

statenent of this ground of rejection (answer, p. 3) is an
obvi ous inadvertent error.

2 Technically, there is no antecedent basis for the
| anguage “the bl ade surface” in claim1l1l. For purposes of our
review, we consider the quoted | anguage to read --a surface of
said bl ade portion--. Correction of this informality is in
order upon return of the application to the jurisdiction of
t he exami ner.
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exam ner. As a consequence of our review, we have made the
determ nations which foll ow

The 35 U.S.C. §8 102(b) rejection

Initially, we note that at page 5 of the main brief, the
appel l ant has identified claims 11 through 14 as a single
group and that the patentability of clainms 11 and 14 has not
been separately argued. Accordingly, we select claim14 for
review and claim1l will stand or fall with representative
claim14. See 37 CFR § 1.192(c)(7).

Claim 14 is a product-by-process claim The |ack of
physi cal description in a claimof this type makes the
determi nation of the patentability of the claimnore
difficult, since in spite of the fact that the claimmy
recite only process |imtations, it is the patentability of
t he product clainmed and not of the recited process steps which
nmust be established. As stated by the Court in In re Brown,
459 F.2d 531, 535, 173 USPQ 685, 688 (CCPA 1972)

when the prior art discloses a product which
reasonably appears to be either identical with or

only slightly different than a product clained in a

product - by-process claim a rejection based

alternatively on either section 102 or section 103

of the statute is emnently fair and acceptable. As

a practical matter, the Patent Ofice is not

equi pped to manufacture products by the nyriad of

4
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processes put before it and then obtain prior art
products and nmake physical conparisons therewth.
Yasukawa di scl oses a net hod of making a w ndshield w per
conprising (1) formng a starting article froma m xture of an
el astonmer, e.g., a natural or synthetic rubber (see col. 3,
Il. 58-68), and a vul cani zation agent, e.g., sulfur, (2)
coating the starting article with a dispersion |liquid
conprising a mxture of elastoner, solvent,
pol yt etraf |l uoroet hyl ene (hereinafter “PTFE’) (see col. 4, II.
10 and 11 and col. 9, TABLE, Sanple No. 6) and a vul cani zation
agent, (3) placing the coated starting article into a
wi ndshield wi per nold, and (4) vul canizing the coated starting
article by applying heat and pressure to the nold. See, e.g.,
col. 7, Il. 32 through col. 8, I. 17. Yasukawa teaches t hat
the starting article nay be coated with the dispersion liquid
by di ppi ng, brushing or spraying (see col. 7, |l. 3-10).
Yasukawa al so teaches that the elastoner used in the
di spersion liquid may be any el astonmer which is able to be
bonded to the starting article (see col. 6, Il. 31-35).
The w ndshield w per product produced by the nethod
taught by Yasukawa conprises a base or body portion 82 and a
lip or sliding portion 81 having a surface |layer 51 nmade up of

5
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nore than 50% by vol unme of |ubricant (e.g., PTFE) and being
integrally bonded to the sliding portion 81 and is descri bed
as having excellent durability and a | ow coefficient of
friction. See “Abstract.”

The exam ner determ ned (answer, p. 4) that Yasukawa
di scl oses a product which reasonably appears to be identical
with the product clained in appealed claim14. W agree. The
end product of the nethod recited in appealed claim12 is an
el ast onmer wi ndshield w per having a PTFE coated bl ade portion.
Li kew se, the end product of the nethod disclosed by Yasukawa
is an el astoner wi ndshield wi per having a lip or sliding
portion 81 with a surface layer 51 of PTFE. Thus, in our
opinion, it was reasonable for the exam ner to concl ude that
the prior art discloses a product which is identical with the
product clainmed in product-by-process claim14.

Once the exam ner provides a rationale tending to show
that the clainmed product appears to be the sanme or simlar to
that of the prior art, although produced by a different
process, the burden shifts to the appellant to cone forward
wi th evidence establishing an unobvi ous difference between the

cl ai med product and the prior art product. |In re Marosi, 710
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F.2d 799, 803, 218 USPQ 289, 292-293 (Fed. G r. 1983). OQur
review of the record reveals that the appellant has not
advanced any objective evidence or conpelling line of
reasoni ng which establishes that there is a neani ngful

di f f erence.

The only argunment specifically directed to the 35 U S.C
8§ 102 rejection of clains 11 and 14 is found at page 6 of the
mai n brief, nanely, that the appellant’s w ndshield w per is
made by a one step nolding of a heat curable rubber m xture
whi ch has
been surface treated prior to cure with a “transi ent rel ease
agent ”® and does not require a subsequent integral press
formng step to formthe w per.

Frankly, we are not certain what the appell ant neans by
t he | anguage “one step nolding” or how this |anguage
di stingui shes the appellant’s w ndshield w per fromthe
wi ndshi el d wi per taught by Yasukawa. W rem nd the appell ant

that appealed claim14 is directed to a w ndshield w per,

® The reply brief (p. 2) clarifies that the “transient
rel ease agent” referred to in the main brief is the TEFLON or
PTFE over coat .



Appeal No. 1999- 2242

Application No. 08/ 137,056

i.e., a product, not to a process of nmaking a w ndshield

wi per. Thus, even if differences do exist between the process
recited in appealed claim12 and the prior art process, it
does not necessarily follow that differences exist between a
product made by the process of appealed claim1l2 and a product
made by the prior art process.

The argunents presented in the main brief beginning on
page 5 and continuing to page 6, line 13, are not directed to
any
particular claimor rejection, but to the extent that they
apply to the 8 102(b) rejection of clainms 11 and 14, the
argunments are not persuasive.

The appellant first argues (main brief, p. 5) that there
is no teaching in the cited references of a pernmanent TEFLON
(PTFE) coating on the inside surface of the w ndshield w per
nmol d. We acknow edge, as does the exam ner (see answer, p.
6), that Yasukawa does not teach a permanent PTFE coating on
the inside surface of the windshield wiper nold illustrated in
Figure 2. However, claiml1l4 is directed to a windshield
Wi per, not to a process of making a wi ndshield wiper or to a

nmol d used in such a process. Thus, even if differences do
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exi st between the process of making a windshield w per or to
the nold used in such a process, it does not necessarily
follow that differences exist between a product made using a
nol d having a permanent PTFE coating on the inside surface

t hereof and a product nmade by the prior art process taught by
Yasukawa.

The appel | ant next argues (main brief, p. 5) that he has
found that enhanced penetration of a rel ease agent into the
surface of the wiper as it forns during nolding can be
achi eved by having in place, prior to nolding, an additional
rel ease agent between the surface of the permanent PTFE
coating on the nold and the exterior surface of the uncured
rubber m xture. However, the appellant has not identified
this “enhanced penetration” as constituting a distinction over
the applied prior art. Further, the appellant has not
submitted any objective evidence to support the allegation
regardi ng “enhanced penetration.” In this regard, it is well
settled that the argunents of counsel in a brief cannot take

the place of evidence in the record. |In re Pearson, 494 F.2d

1399, 1405, 181 USPQ 641, 646 (CCPA 1974).
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Finally, the appellant argues (main brief, p. 6) that
Yasukawa’ s nmet hod for making the w per blade requires the
si mul taneous cure of two separate and different EPDM m xtures.
We di sagree. The disclosed exanpl es and preferred enbodi nents
set forth in Yasukawa do not constitute the entire disclosure
of the reference. As previously indicated, supra, Yasukawa
al so teaches that the el astoner present in the dispersion
liquid nmay be any el astomer having the ability to be bonded to
the starting article. Further, the presence of EPDMin the
| ayer 51, which |ayer also includes nore than 50% by vol une of
PTFE, does not distinguish the PTFE coating on the surface of
the appellant’s w per blade portion fromthe |ayer 51 on the
bl ade portion of Yasukawa’s w ndshield wper. Caim12 calls
for “a transferable
overcoat of polytetrafluoroethylene.” The |anguage is open-
ended and includes within its scope overcoats of PTFE and
ot her conponents, e.g., EPDM

Accordingly, we will sustain the examner's rejection of
claim14 under 35 U.S.C. 8 102(b). Since claim1l stands or

falls with claim 14, supra, we will also sustain the

10
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examner's rejection of claim11l under 35 U.S.C. § 102(Db).

The 35 U.S.C. § 103(a) rejection

W have indicated above that we will sustain the
exam ner’s rejection of claim14 under 35 U. S.C. § 102(b) as
bei ng antici pated by Yasukawa. Thus, we find the exam ner's
use of the Church and Mhiuddin patents to be nere surpl usage
and sustain the § 103(a) rejection of claim 14 on the basis of
Yasukawa al one, noting that anticipation or |ack of novelty is

the epitonme of obviousness. Jones v. Hardy, 727 F.2d 1524,

1529, 220 USPQ 1021, 1025 (Fed. GCr. 1984). See also ln re

Fracal ossi, 681 F.2d 792, 794, 215 USPQ 569, 571 (CCPA 1982);

In re Pearson, 494 F.2d 1399, 1402, 181 USPQ 641, 644 (CCPA

1974).

Clains 12 and 13 are grouped by the appellant with claim
14, supra. Accordingly, clains 12 and 13 fall with claim14.
See
37 CFR § 1.192(c) (7).

In addition, even if it is assuned for the sake of
argunent that claim 14 is not anticipated by Yasukawa, we have

consi dered the collective teachings of Yasukawa, Church and

11
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Mohi uddin and agree with the exam ner that the invention set
forth in claims 12 through 14 woul d have been obvi ous to one
of ordinary skill in the art at the tinme of the appellant’s
i nventi on.

The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to one of ordinary

skill in the art. See I n re Young, 927 F.2d 588, 591, 18

USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F.2d
413, 425, 208 USPQ 871, 881 (CCPA 1981).

The teachi ngs of Yasukawa have been set forth above.

Church di scl oses a nethod of nolding rubber articles in
whi ch the press conponents, e.g., the bottom surface 23 of
plunger 7 and the interior walls of cavity 5, which contact an
uncur ed rubber charge, are coated with TEFLON (PTFE) to
provi de a general ly permanent non-sticking coating thereto.
According to Church, the permanent PTFE coating elimnates the
use of nold release material during each nol ding operation and
its resultant cost and contam nation of the rubber charge.
See col. 6, Il. 17-28 and cl ai m 4.

Mohi uddi n di scl oses a nethod for producing a nol ded

pl astic part conprising a plastic substrate and a firmy

12



Appeal No. 1999-2242

Application No. 08/ 137,056

adherent coating thereon, which creates a snooth, unbl em shed,
uniformand firmy adherent coating on the nolded part and
substantially reduces the nunber and cost of post-nol ding
operations. See col. 1, |l. 48-58. The discl osed nethod

i ncludes the steps of coating the surface of a nold, prior to
nol ding the plastic part, with a coating conposition
containing a reaction pronoter for the reactive plastic

nol ding material, introducing the reactive plastic nolding
material into the nold, the reaction pronoter being present in
an amount sufficient to transfer the coating

conposition fromthe nold surface and bond it to the substrate
formed by the reactive nolding material, nolding the part and
removing the part fromthe nold. [d. at Il. 25-36. Mbhiuddin
specifically teaches that the coating conposition may be

applied to the nold surface by spraying. See col. 2, IIl. 2-5.

Based on our review of the applied prior art, it appears
that the differences between the nethod recited in appeal ed
claim 12 and that disclosed in Yasukawa are that Yasukawa s

di scl osed net hod does not include a permanent PTFE coating on

13
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the inside surface of the wi ndshield w per nold and Yasukawa
coats the

starting material (corresponding to the “heat curable rubber
m x” of claim12) with the PTFE “overcoat,” rather than the

i nner surface of the nold.

Wth regard to these differences, the exam ner determ ned
(answer, pp. 5 and 6) that

[i]t would have been obvious . . . to provide the

nol d of Yasukawa with a pernmanent coating of TEFLON

therein, as clearly suggested by Church, to provide

per manent non-stick properties to the nold and thus

el imnate possible sticking to the nold as well as

elimnate the need for a spray rel ease
and

[i]t would have been obvious . . . to spray coat the

nodi fied nold of Yasukawa i nstead of dipping the

body to be nol ded, as clearly suggested by

Mohi uddin, to provide for a nore uniformcoating of

t he wi per bl ade.

The appel l ant argues (main brief, pages 7 and 8) that
nei t her Church nor Mbhiuddi n woul d have suggested to the
artisan the treatnent of a permanent rel ease coating (the
cl ai med permanent PTFE coating) with an additional “transient
rel ease agent” (the clainmed transferable overcoat of PTFE)
prior to the introduction of the curable m xture into the

mol d.

14
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W find the appellant's argunment unpersuasive for the
foll owi ng reason. The appellant's argunent is not based upon
the rejection before us. Caim1l2 has been rejected based on
t he conbi ned teachi ngs of Yasukawa, Church and Mohiuddin. The
appel l ant has argued that claim 12 is not rendered obvi ous
fromthe individual teachings of Church and Mhiuddin. The
appel l ant has not provided any argunent as to why the
rej ecti on under
35 U.S.C. 8 103 before us in this appeal based upon the
conbi ned teachi ngs of Yasukawa, Church and Mhiuddin is in
error. Nonobvi ousness cannot be established by attacking the
references individually when the rejection is predicated upon

a conbination of prior art disclosures. See In re Merck &

Co., Inc., 800 F.2d 1091, 1097, 231 USPQ 375, 380 (Fed. Cr
1986) .

For the reasons set forth above, we will sustain the
examner’s rejection of clainms 12 through 14 under 35 U S. C
8§ 103(a) as being unpatentabl e over Yasukawa in view of Church
and Mohi uddi n.

CONCLUSI ON

15
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To summari ze, the decision of the exam ner to reject
clainms 11 and 14 under 35 U.S.C. 8 102(b) is affirned and the
deci sion of the examner to reject clains 12 through 14 under
35 U S. C

§ 103(a) is affirned.

16
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
AFFI RMED
lan A Cal vert )
Adm ni strative Patent Judge )
)
)
)
Harrison E. McCandlish, Senior ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
John F. Gonzal es )
Adm ni strative Patent Judge )
JFG tdl

17



Appeal No. 1999-2242
Application No. 08/ 137,056

Arlen L. d sen

Schnei ser, A sen & Watts

3 Lear Jet Lane, Suite 201
Lat ham NY 12110

18



